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DETAILED ACTION 

Note: it is unclear if Applicant is now claiming the combination of the seal and optical unit due 
to some of the wording in the new limitations (e.g. section about compressive force, etc added to 
end of the claims). For purposes of examination, the claims are still being interpreted as 
subcombination claims wherein only the seal is being positively claimed and is capable of 
functioning in the intended environment. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identicaUy disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1, 3, 6, 7, 10 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sylvester in view of Sellew. 

Sylvester discloses a gasket comprising a sheet of flexible material having an orifice 
(figure 2). The sheet can have various materials of different hardness, a skin, and a cellular 
material. Sylvester does not disclose a lip on an edge of the seal. Sellew teaches a seal having 
flexible sheet and an oriflce. Sellew teaches using a lip(s) to improve sealing particularly where 
there are imperfections in the mating surface (see col. 2, lines 28-39). Thus, Sellew provides a 
teaching of a lip at any location where improved sealing is necessary. Providing the lip(s) only 
at the first surface of the first side (i.e. no lip at the second surface) is considered obvious in a 
situation where that is the only location there may be imperfections. Therefore, it would have 
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been obvious to one of ordinary skill in the art at the time the invention was made to use a lip on 
the first surface as taught by Sellew to improve sealing. 

Regarding claim 3, Sylvester does not specifically disclose cellular EPDM. The selection 
of a known material based on its suitability for its intended use is not considered inventive. See 
In re Leshin 125 USPQ 416 (CCPA 1960). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to use cellular EPDM in the sheet. 

Regarding claims 6 and 7, the claim language is broad enough that the portions of 
Sylvester can be divided to achieve the hardness/fiexible limitations require by these claims. For 
example, if the ring in figure 2 is divided in thirds, two of those sections have "portions" which 
could just comprise layer 32. The remaining section (i.e. the center portion), could comprise a 
"portion" defined by all layers shown in Figure 3. Thus, the first and second portions would be 
more flexible than the central portion material. And, regarding claim 7, the first and second 
portions could be defined to include at least two of the layer so that the lip, which would be 
formed of only material 32, would be more flexible and different than all portions. OR, if 
considered a different way, even if each portion were to be defined to include all layers shown in 
Figure 3, the limitation is still met. Each portion would be comprised of several layers of 
material. Thus, the first and second portion would comprise layer 32, which is a material that is 
more flexible than layer 34 for example. And, the central portion would comprise the material 
34. Thus, the requirement is met. 

3. Claims 1 1 and 14 are rejected under 35 U.S. C. 103(a) as being unpatentable over 
Sylvester in view of Sellew as applied to claims 10 and 13 above, and fiirther in view of Johnson. 
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Sellew does not appear to disclose the lips (Fig. 6) are different heights. Johnson teaches 
a gasket with plural sealing lips. Johnson teaches using different heights to ensure a seal is 
formed even if the seal is not evenly or properly clamped between surfaces. Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made to make 
the lips different height to ensure a seal under all clamping forces. 

4. Claims 1, 3, 6, 7, 10 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sylvester in view of Green (3,653,673). 

Sylvester discloses a gasket comprising a sheet of flexible material having an orifice 
(figure 2). The sheet can have various materials of different hardness, a skin, and a cellular 
material. Sylvester does not disclose a lip on an edge of the seal. Green teaches a gasket with 
sealing lips (e.g. 12 and 13) used to improve the seal between bolt holes (which Sylvester can 
have). The lip is only provided on sides of the gasket (e.g. see fig. 2). Therefore, there would be 
portions of a gasket that would not have a lip as required. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the gasket of Sylvester with 
a lip only on a side as taught by Green since the use of a known method to improve a similar 
device yields expected results. 

Regarding claims 6 and 7, the claim language is broad enough that the portions of 
Sylvester can be divided to achieve the hardness/flexible limitations require by these claims. For 
example, if the ring in figure 2 is divided in thirds, two of those sections have "portions" which 
could just comprise layer 32. The remaining section (i.e. the center portion), could comprise a 
"portion" defined by all layers shown in Figure 3. Thus, the first and second portions would be 
more flexible than the central portion material. And, regarding claim 7, the first and second 
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portions could be defined to include at least two of the layer so that the lip, which would be 
formed of only material 32, would be more flexible and different than all portions. OR, if 
considered a different way, even if each portion were to be defined to include all layers shown in 
Figure 3, the limitation is still met. Each portion would be comprised of several layers of 
material. Thus, the first and second portion would comprise layer 32, which is a material that is 
more flexible than layer 34 for example. And, the central portion would comprise the material 
34. Thus, the requirement is met. 

Regarding claim 3, Sylvester does not speciflcally disclose cellular EPDM. The selection 
of a known material based on its suitability for its intended use is not considered inventive. See 
In re Leshin 125 USPQ 416 (CCPA 1960). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to use cellular EPDM in the sheet. 

5. Claims 1 1 and 14 are rejected under 35 U.S. C. 103(a) as being unpatentable over 
Sylvester in view of Green as applied to claims 10 and 13 above, and further in view of Johnson. 

Green does not appear to disclose plviral lips with different heights. Johnson teaches a 
gasket with plural sealing lips. Johnson teaches using different heights to ensure a seal is formed 
even if the seal is not evenly or properly clamped between surfaces. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to use plural 
lips with different height to ensure a seal under all clamping forces. 

Response to Arguments 

6. The examiner has considered the arguments of 10-27-09 and withdrawn the use of Hance 
in light of these arguments. It appears the examiner misinterpreted what was being shown in 
Figure 1 . However, as set forth above, Sylvester still meets the flexibility limitations require in 
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claims 6 and 7. Because the claims are considered "open" claims (due to use of "comprise") and 
written broadly with terms such as "portion," the reference is subject to a broad interpretation. 
The examiner has presented at least two examples of how the reference could be interpreted to 
meet the limitations. Other art has also been cited, such as Lonne '939 or Belter, which teach 
varying the density/flexibility of a gasket in different sections. Either of these could be used to 
modify Sylvester, however such a combination is not considered necessary at this time. 

Applicant has again argued the teaching of Sellew. The examiner still disagrees and 
considers Sellew to teach the use of a bead where ever it is need. As noted before, Sellew is not 
limited to the Figures. Green has also been applied as it also teaches the use of a bead only in 
certain sections of a gasket, such as between bolt holes. Also note Udagawa '614. 

Applicant also argues that neither combination produces a lip providing a point of 
compression against the optical unit. First, Applicant should note the first paragraph at the top of 
the action. If the argument is that there is no optical unit disclosed, this argument is 
unpersuasive. As stated, the claims are interpreted as only the subcombination of just the seal 
that is capable of being used with an optical unit. (If Applicant intends to claim the combination 
of the seal and the unit, all claims will be withdrawn due to election by original presentation.) If 
the argument is that the bead does not provide a point of compression, the examiner disagrees. 
The seal, and thus the bead, are compressed between mating members. The top of the lip/bead 
will therefore provide a compressive force (considered inherent). 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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8 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alison K. Pickard whose telephone number is 571-272-7062. 
The examiner can normally be reached on M-F (9-5). 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Jennifer Gay can be reached on 571-272-7029. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Alison K. Pickard/ 

Primary Examiner, Art Unit 3676 

AP 



